Tools for Entrepreneurs:

Should | File a Provisional Patent Application?

By Devin S. Morgan
The Situation:

You have a prototype of your invention that works. You want patent

protection, but you don’t have enough money to file for a full utility pat-

ent yet. Your next step is to start talking to potential customers, sup-

pliers, and investors to sound out the market, develop your business

plan, and hopefully get some money in the door. Is it worth filing a

provisional patent application?

What Are Provisional Applications For?

No Provisional Patents

When people talk about U.S.
patents, they are generally refer-
ring to utility patents. Utility
patents allow the owner to pro-
tect an invention by suing others
that violate their patent claims.
There is no such thing as a
“Provisional Patent”. A provi-
sional patent application is a
placeholder. It is not examined.
It cannot be enforced in court.
Its only purpose is to secure a
filing date for the invention it
describes by creating a formal
record in the U.S. Patent &
Trademark Office. A provi-
sional application needs to be
“converted” by filing a utility
patent application based on the
provisional application within
one year.

Time and Money
Entrepreneurs and inventors like
the idea of provisional applica-
tions because they are inexpen-
sive and easy to file. They lack
the formal requirements of a
utility application and can be
completed without an attorney.

But provisional applications are
only a delay tactic. In the end,
they are an additional expense
and decrease the enforceable
term of any resulting utility pat-
ent. If you are reasonably sure
you want a utility patent and
have the time and moneyj, it is
always better to file a utility ap-
plication without filing a provi-
sional application.

Option Strategy

There are three reasons for filing
a provisional application: 1) an
immediate filing deadline with
no time to prepare a formal util-
ity application; 2) need to delay
payment of the utility application
attorney and filing fees (for up to
a year); or 3) need time to evalu-
ate the market and business po-
tential before investing in a utility
application. While a provisional
application cannot be enforced
itself, the option to file a utility
application can deter others. But
it’s only good for one year. When
you file, you should have a clear
plan for making your utility fil-
ing decision within a year.

Disclaimer: This article is provided
for informational purposes only. It is
not legal advice and should not re-
place consultation with an attorney.
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Describing Your Invention

Make a Record of Invention

A provisional application is really
a record of invention that you are
filing with the U.S. Patent &
Trademark Office. The goal of
your provisional application is to
provide as complete a description
as possible in order to: 1) demon-
strate that you have an invention
that someone could make and
use; and 2) maximize the scope
and flexibility of what you might
ultimately claim as the invention
in your utility application. Err on
the side of including too much
information.

Be Technical

Your provisional application
should be all about what your
invention is, how it is made, and
how it is used. Start from the
general, but go into as much tech-
nical detail as you can. Provide
drawings, measurements, materi-
als, examples, and references. If
you have come up with multiple
versions, include them all. Try to
spew forth everything you know
about your invention. Ideally,
you will then have an attorney

clean it up —in the utility if you
can’t afford to have an attorney
prepare the provisional. Don't
worry too much about including
multiple inventions. That can be
fixed when you file the utility (or
even several utility applications
related to the same provisional).
If you can, it is a good idea to add
at least a few paragraphs describ-
ing the novel features of the in-
vention as they might appear in
the utility application claims, but
this may be difficult if you are
not working with an attorney.

What Not to Include

There are a number of things that
seem reasonable to include in the
application but will only hurt
you. Do not include:

e Patent claims (like those in a
utility patent)

e Background or discussion of
the prior art

e History of your invention
process, especially dates

e Personal, financial, or busi-
ness information

Requirements for a
Provisional Application

Title: Name of your invention

Inventor(s): Names and ad-
dresses of all inventors

Cover Sheet: Simple, two page
form for providing the above
information and other adminis-
trative information

Filing Fee: $110 for inventions
owned by small entities
(including individuals, non-
profits, and businesses with
less than 500 employees)

Description and/or Drawings:
There are no formal require-
ments for the description and
drawings. They don’t even
need to be typed. However,
the value of the provisional ap-
plication filing date is entirely
dependent on the quality and
depth of the information pro-
vided. In short, if you want to
claim it or the information is
necessary to teach someone
how to make the invention, it
better be in there.

Getting the Most Out of Your Provisional

Have a Plan

One year goes quickly.
Have specific tasks, mile-
stones, and deadlines for

decisions before you file.

Use an Attorney

Have an attorney review
your provisional application
before you file. He or she
raising money and making | can very quickly check for
major errors or omissions.

Think Utility

A provisional application
does not require the formal- Pending” when talk-
ity of a utility application,
but the utility requirements vestors, customers,
should still be your guide.

Patent Pending

You can use “Patent
ing to potential in-

suppliers, etc.

When do you file your Utility Application? As soon as possible. The earlier you file your utility applica-
tion, the earlier it will be examined and issued. Putting together a strong utility application takes time, espe-
cially if you are relying on a busy attorney. Don’t be forced to rush the utility or miss your deadline.
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